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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

AppL Na: 09/821,636 Confirmation No,: 5712 

Applicant! Hiroyuki Tkeda 

CERTIFICATION OF TELEFACSIMIL £ 
TRANSMISSION 

I hacby ceriiCy that UiLs psper 15 being f^:simile 
transmitted to the Patent and Trademark OlTicc lu fax 
nuiub«- 1-571-273-«300 on ApriJ 3,2006. 

Amy Mitchell 

Customer No.: 33448 

PRE^APPEAL BRIEF REQUEST FOR REVIEW ACCOMPANYING 

NOTICE OF APPEAL 

Mail Stop AF 
Commissioner for Patents 
P.O. Box 1450 

Alexaxidria, Virginia 22313-1450 
SIR: 

ERRORS IN THE PRIOR REJECTION 

Consistent with the Review Requirements for idetitifi cation of clear errore, Applies nts note 
the following: 

L The prior art fails to anticipate a dual gate transistor comprising a means foi adjusting 
the threshold voltage by applying a first threshold adjustment voltage to the second 
gate electrode when the first gate electrode receives a first control voltage aid 
applying a second threshold adjustment voltage different than the first thresliold 
adjustment vohage to the second gate electrode when the first electrode gat<: electrode 
receives a second control voltage. 

n. The prior art fails to teach or suggest a dual gate transistor comprising a meois for 

adjusting the threshold voltage by applying a first threshold adjustment volt ige to the 
second gate electrode when the first gate electrode receives a first control v( Itage and 
applying a second threshold adjustment voltage different than the fit^t thresliold 
adjustment voltage to the second gate electrode when the first electrode gate electrode 
receives a second control voltage. 
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Appl. No. 09/S2 1,636 

Reply to Office Action of November 2, 2005 

REMARKS 
A, The S102 Prior Art Rejection Is Improper 

Applicants respectfully request reconsideration of the Examiner's rejection of c. aims 1 - 3 
and 39 - 41 under 35 US,C, §102(b). Examiner has rejected these claims in view of the* cited prior 
art reference oiKubota et al (U.S. Patent >Jo, 5.808,595). 

"A claim is anticipated only if each and every element as set forth in the claim is f )und, either 
expressly or inherently described, in a single prior art reference," Verdegaal Bros, v. Unio.t Oil Co. of 
California, 814 R2d 628, 631, 2 USPQ2d 1051, 1053 (Fed Cir. 1987). 

In their August 12*^\ 2005 Amendment, Applicants added the further limitation that the 
second threshold adjustment voltage be different than the first threshold adjustment vo tage. This 
amendment was directed toward the fact that the circuit driver in the current apparatus dors not apply 
a constant voltage to the secondA^th adjustment gate. Rather, the threshold adjustment voltage 
applied diflers between when the dual-gated transistor is turned on arid when it is lumec off (based 
upon a voltage applied to the first gate electrode being more than the effective Vfh of the dsvice). 

In the Office Action mailed on November 2, 2005, the Examiner took the position that the 
Kubota disclosed such a circuit in col. 13, lines 27 - 38 and in Figure 4. In the Response to 
Arguments section, the Examiner stated that ^'Applicant's arguments with respect to claittis 1 - 3 and 
39 - 41 have been considered but are moot in view of the new ground(s) of rejection." Applicants 
note that the Examiner asserted the same reference in the March 28, 2005 itrjection, in which the 
Examiner stated, that "the claim docs not require the first threshold adjustment voltage to the second 
gate electrode during off state to be different from the second threshold adjustment voltage to the 

page 2 of 2 
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Appl. No, 09/821,636 

Reply to Office Action of November 2, 2005 

second gate electrode during oa state, [therefore], Kuhota ... reads on the means as claimed/* It is 
the Applicant's position that Kubota fails to anticipate exactly what is currently claimei, a second 
threshold adjustment voltage di fferent than a first threshold adjustment voltage. 

As noted above, the Federal Circuit has made clear that the prior art in a §102 rej action must 
teach each and every element of the claimed invention. Here, the Examiner continues to assert a 
§102 rejection, while the reference clearly teaches the application of a constant voltage to the 
second/Vth adjustment gate. 

More specifically, Applicants note that the section of the prior art reference that thz Examiner 
relies upon (Column 13, lines 27 - 38) merely details the well-known fact that a change in the voltage 
applied to the second gate of a dual-gated transistor will effect the threshold vohage of th ? transistor. 
Figure 4 shows that the application of voltage of -20V to the second electrode causes a shift in the 
threshold voltage of the transistor of approximately 2,5 V when compared to the applicatio: j of no bias 
voltage to the second electrode. This figure merely discloses the effect of changing :he voltage 
apphed to the second gate transistor (i,e., a range of operation of the transistor). Most i trportantly, 
the reference never discloses the variation of the voltage apphed to the second gate during circuit 
operation. Rather, the reference actually teaches away from it . As clearly indicated in Colunrn 12, 
lines 30-31, and throughout the remainder of the specification* the reference teaches tha: a constant 
voltage should be applied to the second gate electrode during circuit operation. 

In light of the foregoing arguments and Federal Circuit caselaw, Applicants sub: nit that 35 
U.S.C §102 rejection must be withdrawn, and claims 1 - 3 and 39 ~ 41 placed in cortdilion for 
allowance. 

page 3 of 3 
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Appl.Na 09/821,636 

Reply to Office Action of November 2, 2005 

B, The §103 Prior Art Rejectioii Is Improper 

Applicants r^pectfully request reconsideration of the Examiner's rejection of claiiis 1-3 
and 39-41 under 35 U*S.C. § 1 03(a). Examiner has rejected these claims in view of the c ;ied prior 
art reference of Kuhota etaL (IJ.S. Patent No. 5.808,595). 

Under Section 2143 of the MPEP, in order to establish a prima facie case of obviousness^ the 

Examiner must meet three basic criteria. 'Tirst, there must be some suggestion or motivation, either 
in the references themselves or in the knowledge generally available to one of ordinary skill in the 
art, to modify the reference or to combine reference teachings. Second^ there must be a rea sonable 
expectation of success. Finally, the prior art reference (or references when combined) mui t teach or 
suggest all the claim Umitations." MPEP§2143 rev. 3 (August, 2005). Applicants' assert that the 
Examiner has failed to establish a prima facie case of obviousness for at least the reason tt at the prior 
art reference fails to teach or suggest all of the claim limitations. 

As discussed above, Kubota fails to teach or suggest the application of a second th3eshold 
adjustment voltage different than a first threshold adjustment voltage. 

In light of the foregoing. Applicants submit that 35 U.S.C. §1 03 rejection must be * vithdrawn, 
and all remaining claims placed in condition for allowance. 
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Appl. No. 09/821,636 

Reply to Office. Action of November 2, 2005 




Respectfully submitted. 



Date: ^//<3/j6^ '^^ ^2^^ C 

Robein. Depke, Reg.<]Sfo. yj^^S^f^ 
Paige A. Kitzingei, Reg. NoS43,2l9 
TREXLER^ BUSHINELL, GIANGIORGI 
BLACKSTONE & MARK, LTD. 
105 W. Adams Street, 36* Floor 
Chicago, Illinois 60603 
Tel: (312)704^1890 
Attorney for Applicants 
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